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No. 1548.

IJInited States

Circuit Court of Bppeals

FOR THE NINTH CIRCUIT

F. £. Morton,
Appellant,

vs.

R. Llewellyn, et al.,

Respondent.

APPELLANT'S OPENING BRIEf.

STATEMENT OF THE CASE.

This action was commenced in the court below by the

respondents against the appellant to obtain a decree of

the court that a drainage fitting which was manufac-

tured and sold by the appellant infringed upon letters

patent 635,619, dated October 24th, 1899, and letters

patent No. 788,803, dated May 2nd, 1905, both of said

letters patent having been issued to one of the respond-

ents, Frank Walker, who assigned one-half interest in

the same to R. Llewellyn, the other respondent.
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The bill of complaint is in the usual form in patent

cases. The answer denied all of the allegations of the

bill of complaint, and alleged that apparatus substan-

tially identical with the fitting alleged to have been in-

vented by the plaintiff were known and generally used

throughout the country for more than two years prior

to the application for letters patent referred to in the

complaint.

Testimony was taken and various exhibits showing

the state of the art were introduced and the case was

argued.

On the hearing certain other exhibits were offered and

filed in the case and the cause was submitted to the

court for decision, and an interlocutory decree in the

usual form was entered in the cause on March 25th,

1907, referring the cause to a special master to take an

accounting. Subsequently the defendant made a motion

to have that portion of the interlocutory decree stricken

out that awarded damages, and a reference to the master

to take an accounting in the case.

This motion was duly argued and submitted to the

court for decision and was granted by the court. After-

wards, on November 25, 1907, a final decree was en-

tered in the case awarding complainants $1.00 damages

and enjoining the defendant from making, selling or

using any fittings or devices embodying or employing

the invention or improvement covered by said letters

patent or either of them and particularly claimed in the

third and fifth claims of letters patent 635,619, and the

first, second, sixth and seventh claims of patent 788,803.



From the final decree a writ of error has been taken to

this court.

SPECIFICATIONS OF ERROR.

The following are the errors relied upon by appellant

:

1. The court erred in holding and deciding that the

invention set forth and described in the respective letters

patent Nb. 635,619 and No. 788,803, sued on in this ac-

tion, are capable of embodyment and conjoint use in one

and the same device.

2. The court erred in holding and deciding that the

drainage fitting manufactured and sold by this defend-

ant was an infringement of the rights secured to com-

plainants under the letters patent sued on in this action,

or either of them, and particularly that the same was

an infringement of the 3d and 5th claims of letters patent

No. 635,619, and the ist, 2d, 6th and 7th claims of let-

ters patent No. 788,803.

3. The court erred in awarding complainants dam-

ages in the sum of $1.00 and costs.

4. The court erred in not giving judgment for the de-

fendant and in not dismissing complainants' bill of com-

plaint.

POINTS AND AUTHORITIES.

The first error that we will present is that of holding

that the drainage fitting manufactured and sold by the

appellant was an infringement of the rights secured to

respondents under claims 3 and 5 of patent 635,619 and

claims i, 2, 6 and 7 of patent 788,803, the letters patent

sued upon in the action.
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In order to properly appreciate this point it becomes

necessary to determine the nature and character of the

inventions set forth in the patents sued on, and the

state of the art at the time said inventions were made.

They both relate to drainage and ventilating fittings

used in a partition wall for connecting fixtures on the

opposite sides of the partition with the waste pipe so as

to lead the contents of such fixtures to the sewer pipe

when the user is through using the fixture, and to vent

the waste pipe.

The claims of patent 635,619 held to be infringed by

the defendant are as follows

:

3. A drainage and venting fitting comprising a soil-

pipe member; a vent-pipe member connected therewith;

a lateral drainage-discharge arranged to discharge into

the drainage and vent-pipe memiber, and an inclined de-

flector arranged inside of the drainage and vent-pipe

member above and over the lateral drainage-discharge

to direct the water downwardly.

5. A drainage and venting pipe provided in its length

with an enlargement ; a lateral drainage-receiving open-

ing or openings in the enlargement ; and inclined deflec-

tors projecting out from the wall of the enlargement

over such openings, the lower ends of said deflectors ex-

tending out beyond the inner wall of the pipe, where-

by the incoming stream has a free outlet and is directed

downwardly into the pipe, substantially as described.

The claims of patent 788,803, held to be infringed,

are as follows

:

I. A double drainage-fitting consisting of a soil-pipe

section having a central chamber with lateral downward-
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ly-ciirved inlet branches, the upper side of said branches

terminating inside the chamber in deflectors at a point

which is lower than the center of the inlets of the drain-

age branches.

2. A drainage and ventilating fitting comprising a

tubular body with a m.ain chamber provided with lateral

drainage branches extending thereinto, deflectors ex-

tending downwardly from the respective lateral branches

into the main chamber, and a vent-chamber communicat-

ing with the main chamber below the deflectors.

6. A double drainage-fitting consisting of a soil-pipe

section having a m.ain chamber bavins: inlet and outlet

portions at the top and bottom, curved drainage branches

leading obliquely downward into said drainage-cham-

ber, the upper walls of the branches terminating in de-

flectors extending obliquely inward and downward from

the drainage branches into the main chamber, and a

vent-pipe opening into the main chamber between said

deflectors.

7. A double drainage-fitting consisting of a soil-pipe

section having a central chamber with lateral down-

wardly-curved inlet branches, the upper side of said

branches terminating inside the chamber in deflectors

at a point which is lower than the center of the inlets

of the drainage branches and a hub extending outwardly

from the fitting for the purpose stated.

Years before Complainant Walker made his alleged

invention, plumbing fittings for the same uses had been

and still are in common use. Exhibit i, introduced on be-

half of defendant, is one of these fittings.

W. D. Newell, a plumber of Los Angeles, testified
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that he had been familiar with the fitting for 2^ years.

[Pages 89 and 90, Tr.]

Exhibit 2 was another fitting introduced on behalf of

defendant, and the same witness testified that he had

known that exhibit for 25 years. [Pages 90 and 91,

Tr.]

William Schultheiss testified that he was and had been

familiar with said plumbing fittings, exhibits i and 2,

for t6 years, and that plumbing fittings of the same me-

chanical construction, principle and operation as ex-

hibits I and 2 had been in use in the United States for

16 years. [Pages 141 and 142, Tr.]

Plat No. 698G on page 258 of Motf s Plumbing Cata-

logue of 1888, and fig. 323, on page 105, of the Rungle

Spence Mfg. Co., of date 1892, were offered in evi-

dence and show the same form of fittings as exhibits i

and 2. Copies of these pages are found on pages 187

and 189, Transcript.

There is no testimony on behalf of complainants that

plumbing fittings like exhibits i and 2 have not been in

use for the last 25 years, so that it may be taken as an

estabhshed fact that such plumbing fittings have been

and are now in public use in the United States, and the

date of such use exceeds 25 years.

Now, if Complainant Walker made any invention in

plumbing fittings, it must be of some construction dif-

ferent from the construction shown in exhibits i and 2.

Now, comparing said exhibits with claim 3 of patent

635,619, and we find that exhibits i and 2 are drainage

and venting fittings. That each comprises a soil pipe

member, and a vent pipe member connected therewith,
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that each have lateral drainage discharges arranged to

discharge into the drainage and vent pipe member. So

far all of the terms of claim 3 are found in each of de-

fendant's exhibits i and 2, and these elements are shown

by the testimon}^ to be more than 25 years old. There-

fore there is nothing novel in claim 3 up to this point.

The only other element of claim 3 is, "an inclined de-

flector arranged inside of the draina^ge and vent pipe

member above and over the lateral drainage discharge

to direct the water downwardly", so that the novelty, if

any exists, consists in arranging ''an inclined deflector

inside of the drainap"e and vent pipe member above and

over the lateral drainage discharge to direct the water

downwardly."

Was there any novelty in this construction; if so of

what does it consist ? We have been unable to find any.

By an examination of exhibits i and 2 the court will

observe that the upper walls of the lateral drainage dis-

charge of exhibits i and 2 are inclined downwardly and

direct the water discharged through such lateral drain-

age members downwardly. Now the only thing that

the claim calls for, which is not found in exhibits i and

2, ''is an inclined deflector arranged inside of the drain-

age and vent pipe member above and over the lateral

drainage discharge to direct the water downwardly."

Exhibit E referred to herein is complainants' fitting,

and exhibit F is defendant's fitting.

W. D. Newell was examined on behalf of defendant,

as follows [pages 91 and 92, Tr.] :

Q. 24: You stated in answer to a question that in

complainant's exhibit E there were deflectors extending
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inwardly and downwardly over the face of the lateral

openings for the purpose of directing the drainage down-

wardly ?

A. I did.

Q. 25 : Will you now state how this is accomplished

in defendant's exhibits i and 2 and complainants' exhibit

F?

A. There is a partition cast in this exhibit E and in

exhibit F or exhibit i there is not a partition cast in it.

That is in this exhibit E I stated that there was a parti-

tion cast in it, a deflector cast in it, and in exhibit i and

F, there is not a partition or a deflector cast in it.

Q. 26: In complainants' exhibit E are the deflectors

for the purpose of throwing the drainage downwardly

into the main bore of the pipe ?

A. Yes.

Q. 27: How is the drainage turned downwardly in

defendant's exhibits i and 2 and complainants' exhibit

F?

A. By the walls of the fitting.

Q. 28 : Do the walls of any^ of the fittings—of de-

fendant's exhibits i and 2 and complainants' exhibit F

—

extend inwardly and downwardly and over the face of

the lateral openings?

A. No they do not. Well, I should say they do, yes,

tliey is—that is the wall of the fitting, being sloped the

way it is, the water would strike the wall of the fitting,

and there divert it down. Yes, that's right.

Q. 29: I will ask you to state whether or not in

complainants' exhibit F if there is anything, either in
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the form of deflectors or the walls of the pipe extending

into the chamber or into the main bore?

A. Well I don't see any deflectors in it.

Q. 30 : I will ask you to state whether or not if it is

possible for any portion, or any part of the pipes in com-

plainants' exhibit F to extend into the main bore of the

pipe?

A. The pipe to extend into the main bore of the pipe

—well, its impossible, yes for any pipe to extend direct-

ly into \he:,rj.'din bore of the pipe—if that's the question.

H. B. «^ ,irey, a witness on behalf of the complain-

ants, was examined as follows [at page 51, Tr.] :

O. 10: State whether or not there is any substantial

difference in the construction of the fittings exhibits

E and F, and if there is point out such differences.

A. The onl}^ difference apparent is, that the laterals

of exhibit E extend into the main pipe, and their orifices

are broadened in the main pipe; whereas, in exhibit F
the orifices are delivered to the main pipe at the same

size and at the surface of the main pipe and not broad-

ened.

There is no testimony in the record that the inclined

deflector of complainants' patents produces any different

or superior results in the manner of turning the dis-

charge from the laterals downwardly into the discharge

member to that produced by the upper curved walls of

the laterals in exhibits i and 2.

Walker, one of the complainants, stated that in ex-

hibit F there are no deflectors separate from the main

body of the pipe, they are joined to it. [Page 41, Tr.]

He also states that in exhibit E the deflectors start
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from the bore of the fittting and project inward and

downward, and that their approximate length is two

and three-quarter inches. [Pages 48 and 4.9, Tr.]

While it is true that the witnesses Carey and Walker

both state that there are deflectors that project into the

bore of the pipe in exhibit F, the court can see from the

above testimony that they contradict themselves in that

regard, and the court can also see, from the exhibits

themselves, that there is no part or portion of the de-

fendant's fitting ''arranged inside of the drainage and

vent duct". The top opening is the vent duct and the

bottom opening is the discharge duct. Now, if there are

no deflectors, in the sense in which this term is used in

the patent sued on, in the defendant's structure, then

the court erred in holding that structure to be an in-

fringement of those claims which specifically call for

such deflectors arranged inside of the drainage and vent

pipe members.

The defendant testifies that there are no deflectors in

exhibit F, that the walls of the pipe accomplish the pur-

pose of the deflectors. [Page 62, Tr.]

C. V. Wishart, a witness for defendant, testifies that

there are no deflectors projecting into the bore of ex-

hibit F. [Page 71, Tr.] At page 113 he also testifies

that there is no material diflference in the construction

or operation of exhibits i and 2 and F, except as to the

angle at which the lateral openings may enter the main

i)ipe,

W. Schultheiss also testifies that there are no deflec-

tors in exhibit F. [Page 140, Tr.]

W. D. Newell also testifies that there are no deflectors
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in exhibit F. That the walls of the fitting turns the

drainage downwardly, and that exhibits i and 2 and ex-

hibit F are practically the same thing, and that in all

of these fittings the upper walls of the branch outlets

turn the drainage downwardly. [Page 92, Tr.]

Schultheiss [at page 140 to 142, Tr.], explains ex-

hibits E and F, i and 2, and states that exhibit F does not

embody the mechanical construction of exhibit E. We
here have four witnesses testifying that there are no de-

flectors in exhibit F, and opposed to this testimony we

have the testimony of two witnesses, both of whom
make contradictory statements as to deflectors in ex-

hibit F.

How the court could hold that exhibit F contains an

inclined deflector, arranged inside of the drainage and

vent pipe member above and over the lateral drainage

discharge, when the complainants' own witness Carey

testified that in exhibit F "the orifices of the lateral

drainage discharge are delivered to the main pipe at the

same size and at the surface of the main pipe and not

broadened" [Carey, page 5, Tr.], we do not understand.

Moreover, the court by comparison of exhibit F with ex-

hibits I and 2, will see for itself that the drainage dis-

charge orifices terminate at the bore of the main pipe

in exactly the same manner, the only difference between

the fittings being the angle at which they enter the main

pipe and a slight difference in the form of hub and curva-

ture. If exhibit F has "an inclined deflector arranged

in the drainage and vent duct above and over the lateral

drainage discharge to direct the water downwardly",

then such construction is found in exhibits i and 2,



—14—

which are shown to be over 25 years old, and there is no

invention in complainants' patent as covered by claim 3.

Now as to claim 5: it provides that the drainage and

venting pipe is provided in its length with an enlarge-

ment into which are received lateral drainage openings.

It has inclined deflectors projecting out from the wall

of the enlargement over such opening, the lower end of

said deflectors extending out beyond the inner wall of

the pipe. As we have shown that exhibit F has no in-

clined deflectors it could not infringe that claim, be-

cause inclined deflectors are made an element of the

same.

Said claim also introduces further element of "an en-

largement in the drainage and vent pipes." By com-

paring exhibits E and F the court will see that where the

lateral openings enter in exhibit F that there is an en-

largement, as the chamber on each side of the opening

is broader than the opening itself ; whereas, in exhibit F
there is no such broadening out. The court will also

see by comparison of exhibits i and 2 with exhibit F
that the form of construction is exactly the same, and

that if there is a broadening out of the drainage and

venting pipe in exhibit F, there is also a broadening out

of the drainage and venting pipe in exhibits i and 2,

and such broadening out would therefore be an old

element and the claim would therefore be void.

If there were any novelty in claims 3 and 5 of patent

635,619, that same novelty could not be the subject-

matter of claims i, 2, 6 and 7 of patent 788,803, and

we must look for additional elements in these later claims

in order to support them.
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Comparing claim i of 788,803 with 5 of 63c.619, we

find there is no substantial difference, hence claim i of

788,803 is void. It is also void because the elements

thereof are found in exhibits i and 2.

Claim 2 also calls for the same elements and a vent

chamber. Walker testifies that defendant's fitting has

no supplemental vent chamber [Page 46, Tr.] ; therefore

defendant's fitting could not infringe claim 2.

Claim 6 also calls for the same elements and a vent pipe

opening into the main chamber between the deflectors,

making five openings into the chamber, one at the top,

one at the bottom, two at the drainage branches, and the

vent opening. Defendant's fitting only shows four open-

ings, hence it omits one element of claim 6.

Claim 7 calls for the same elements as claim i and

"a hub extending outwardly from the fitting for the

purpose stated". Looking at the specifications and we

find that "17" designates a supplementary connecting

hub extending outwardly from the fitting to receive the

connection from a sink, etc. [Page 178, Tr.]

No such hub appears in defendant's fitting, conse-

quently it could not infringe claim 7.

All that can possibly be claimed in the way of an im-

provement in the fitting shown in 635,619, so far as the

same relates to this action, is disclosed in fig. 7, and cov-

ered by claims 3 and 5.

In this construction all the change is simply to broaden

out the pipe where the lateral openings enter and to place

over the opening deflectors which turn the discharge

downwardly, and in patent 788,803, the only change is

to broaden out and form a central chamber and put in
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deflectors which terminate inside of the chamber ^t a

point lower than the center of the inlets of the drainage

branches.

We respectfully submit that this was merely a change

of form and obviously within the domain of mere con-

struction, and is therefore not invention. There is no

testimony on behalf of complainants that such change

of form produces anv different results from that pro-

duced by exhibits i and 2, and the testimony in the

whole case, and the exhibits themselves show that there

is no difference in the operation of the devices. All that

Walker did was merely to change the form of an old

fitting without any alteration in its efficiency, so far

as the claims held to be infringed are concerned, which

is obviously within the domain of mere construction and

is therefore not invention.

Sec. 41, Walker on Patents, 4th ed., p. 44;

Warner v. Rosenblack, 80 Fed. Rep. 542

;

National Harrow Co. v. Westcott, 84 Fed. Rep.

670.

In Atlantic Works v. Brady, 17 Otto. 192, 107 U. S.,

the Supreme Court says

:

"The design of the patent law is to reward those who

make some substantial discovery or invention, which

adds to our knowledge and makes a step in advance in

the useful arts. Such inventions are worthy of all favor.

Tt was never the object of those laws to grant a monopoly

for every trifling device, every shadow of a shade of an

idea, which would naturallv and spontaneously occur

to any skilled mechanic or operator in the ordinary pro-
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gfess of manufactures. Such an indiscriminate creation

of exclusive privileges tends rather to obstruct than to

stimulate invention. It creates a class of speculative

schemers who make it their business to watch the ad-

vancing wave of improvement, and gather its foam in

the form of patented monopoly, which enable them to

lay a heavy tax upon the industry of the country, with-

out contributing anything to the real advancement of

the arts. It embarrasses the honest pursuits with fears

and apprehensions of concealed liens and unknown lia-

bilities to lawsuits and vexatious accountings for profits

made in good faith."

In Voightman v. Weis Cornice Co., 148 Fed. Rep.,

page 853, the Court of Appeals of the 8th Circuit says:

''Carrying forward, or more extended application of

an original idea—a mere improvement in degree—is

not invention. Smith v. Nichols, 21 Wal. 112; Bert v.

Evory, 133 U. S. 149; Roberts v. Ryer, 91 U. S. 50."

To these authorities a large number could be added if

necessary.

In Roberts v. Ryer, supra, the court says:

"If there was any change of construction suggested,

it was only to increase its capacity for usefulness. It

was a mere carrying forward or new or more extended

application of the original thought, a change only in

form, proportions of degree, doing substantially the

same thing in the same way, by substantially the same

means with better results. This is not such an invention

as will sustain a patent We so decided no longer ago

than the last term in Smith v. Nichols, 21 Wal. 112.''



—18—

For these reasons the court erred that in holding that

defendant's fitting was an infringement of the patents

sued on.

The next point presented is that the court erred in

holding that patents 635,619 and 788,803 are capable

of embodiment and conjoint use in one and the same de-

vice.

While it might be true that a fitting containing all the

elements covered by patent 788,803, might also be an in-

fringement of the claims of patent 635,619, the testi-

mony does not show this state of facts. As before stated

claim I of 788,803 is the substantial equivalent of claim

5 of 635,619, and consequently there is no conjoint use.

As to claims 2, 6 and 7 of 788,803, so far as the claims

cover the combination of elements of 635,619 there is

no conjoint use and the additional elements called for by

said claims are not found in defendant's structure, con-

sequently there could be no conjoint use.

As to the fourth specification of error the argument

and authorities hereinbefore cited apply with equal force

and effect.

As to the claims held to be infringed in this action of

patent 635,619, we have shown that said claims are void

because lacking patentable novelty. We have also shown,

that if there is any novelty in said claims that it con-

sists in an inclined deflector arranged inside of the drain-

age and vent pipe member, and that as to such element

the defendant's structure does not contain it.

As to claims i and 2, 6 and 7, of 788,803, it is seen

that in each of said claims deflectors terminating inside

a main chamber and such main chamber are elements
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of the claims, and that appellant's fitting does not have

such main chamber, nor does it have any deflectors at all

in the sense that that term is used in the patents sued on,

and that the deflecting of the discharge from the laterals

is caused by the upper walls of such laterals in the same

manner that such discharge is caused in exhibits i and

2, both of which are shown to be more than 25 years

old, and that as said claims call for elements that are not

found in appellant's structure, his fitting is not an in-

fringement of said claims.

We therefore respectfully submit that the decree of

the court should be reversed, with directions to dismiss

the bill.

G. E. Harpham,

Attorney for Appellant.




